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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
3/8/2010 has been entered. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 10 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 10: there is no antecedent basis for "the flow of gas caused by the 
chimney effect, or "the chimney effect". 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-8, 11-13 and 16 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Orita 6192715. 

Looking to figure 3 of Orita: 212 is the preform that is introduced through an inlet 
opening of furnace 201 . A preform portion is heated above the softening point and a 
tensile forces (for example col. 2, lines 10-14.) It is deemed that Orita has plural tensile 
forces in as much as the present invention does. There is no explanation what tensile 
force besides tension might be used. The predetermined shape is the shape of an 
optical fiber. The processed portion is clearly drawn from an outlet opening at the 
bottom of the furnace. The two portions are flushed with an inert gas, see for example, 
col 3, lines 42-47. 

As to maintaining the level: see col. 3, lines 47-54. It is deemed inherent that 
since the gas flowing into 206 and 207 prevents impurities from entering the furnace 
from the outside, the only possible impurities would be the same impurities in the inert 
gas fed into the furnace. The flow of inert gases at 206 and 207 establish a diffusion 
barrier against the inflow of undesired gaseous components from the ambient air by 
generating a barrier flow of inert gas. 

Claims 2-3, 12 are clearly met. 

Claim 4: such is deemed inherent because the inlet flow would be directly equal 
to the total flow multiplied by the ratio of the inlet conductance to the total conductance. 
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Likewise for claim 5, the resistance to flow is the inverse of the cited formula. Most 
importantly, since the constant "K" is unspecified, one can calculate K in reverse. In 
other words: For any F1 and F (of claim 4) in substantial steady state - one can find a K 
so that the equations are met. 

Claim 6 is inherently met because the chimney effect cannot cause more gas to 
flow through the inlet than flows through the outlet. Mass in must equal the mass out. 

Claim 7: the diffusion barrier is clearly met. As to it being "based on the gas 
distribution according to equation (2)": examiner interprets this to be the equation of 
claim 4 , even though the specification uses a different equation 2. This is because the 
claim 4 equation is broader in scope and because claim terms cannot have different 
meanings for the same term. Thus Claim 7 is met for substantially the same reason 
claim 4 is. It is also noted if there is no intermittent space C3 = 0. 

Claim 8 is clearly met because only the outlet opening can "direct" gas "through 
the outlet opening", the inlet opening only directs gas fed into the furnace through the 
outlet opening. This is not to say that the outlet opening actually directs the gas. 
Rather the claim relates to what "will allow"; thus it is an intended use limitation. In 
other words: there is no step of directing, or allowing or the like. 

Claim 1 1 : The claim lacks any steps, for example "drawing the preform". The 
claim also fails to relate the tensile drawing to any other claimed steps. Thus it is 
deemed no step is required, nor is such related to the other steps. Thus it is deemed to 
a product-by-process type limitation - wherein the structure (i.e. the preform) of claim 1 
is now being defined by the method of creation - e.g. (wherein the preform of claim 1 
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was created by subjecting it to tensile drawing in order to stretch the preform into a 
shape suitable for postprocessing.) It is deemed that this limitation fails to define over 
the Orita preform, since it is indistinguishable from one created by tensile drawing. 

Claim 13: Orita only discloses 100 mm preforms -the claim only limits situations 
where there is an 80 mm preform. 

Claim 16: requires rotation during "heat-processing". But no "heat-processing" is 
required. The specification only mentions "heat-processing" once, but does not 
describe what this may or may not be. Since Orita has no "heat-processing" the claim 
is met. 

Claim Rejections - 35 USC § 103 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 1 03(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
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the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 9-10,14 and 15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Orita 6192715. 

Claim 9: Although Orita does not teach the conductances, such would have 
been obvious in light of figure 3 and applicants equation of claim 5. First it is noted that 
an opening is nothingness, thus one can essentially pick and chose which boundaries of 
figure 3 correspond to the height of the opening. The drawing suggest the height of 207 
is much less than the height from the top of 220 to the bottom of 21 5. The width of the 
outlet much greater than the width of 207. And the lengths of the two openings are 
roughly the same. Although drawings are not interpreted as being to scale, they 
reasonably suggest relative sizes. For example the width and height of opening 207 
must be smaller than the height and length of outlet opening. 

Claim 10: it would have been obvious to have the flow be as much as desired, 
depending upon the amount of fiber desired. That is the larger the scale, the larger the 
relative gas flow. It would have been obvious to have more than 1 SLM gas flow out 
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the bottom - in particular since Orita teaches a "large amount of gas is discharged" (col. 
3, line 56). Thus the total amount of gas flow into the furnace is equal to the gas out the 
top plus the gas out the bottom. And if the gas out the bottom is say 2 SLM, then total 
amount = 2 SLM + the top/chimney gas. 

Claim 14: it would have been obvious to make the furnace as large or small as 
desired, depending upon the scale of the fiber operation. From mpep 2144.04 

A. Changes in Size/Proportion 

In re Rose , 220 F.2d 459, 105 USPQ 237 (CCPA 1955) (Claims directed to a lumber 
package "of appreciable size and weight requiring handling by a lift truck" where held 
unpatentable over prior art lumber packages which could be lifted by hand because 
limitations relating to the size of the package were not sufficient to patentably distinguish 
over the prior art.); In re Rinehart, 531 F.2d 1048, 189 USPQ 143 (CCPA 1976) 
("mere scaling up of a prior art process capable of being scaled up, if such were the case, 
would not establish patentability in a claim to an old process so scaled." 531 F.2d at 
1053, 189 USPQ at 148.). 

In Gardner v. TEC Systems, Inc., 725 F.2d 1338, 220 USPQ 777 (Fed. Cir. 1984), 
cert, denied, 469 U.S. 830, 225 USPQ 232 (1984), the Federal Circuit held that, 
where the only difference between the prior art and the claims was a recitation of relative 
dimensions of the claimed device and a device having the claimed relative dimensions 
would not perform differently than the prior art device, the claimed device was not 
patentably distinct from the prior art device. 



Claim 15: Orita does not disclose the use of a graphite induction furnace. 
Examiner takes Official Notice that such are well known furnace types used to draw 
fibers with well known advantages, such as the ability to control the temperature profile 
by the distribution of graphite. It is noted that page 1 applicant admits such furnaces 
are known. It would have been obvious to use a graphite induction furnace for any of its 
well known advantages in the Orita method. 
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Response to Arguments 

Applicant's arguments filed 2/1 0/201 Ohave been fully considered but they are not 
persuasive. 

It is argued that claim 10 has been amended to recite "the flow of gas caused by 
a chimney effect". Examiner disagrees, claim 10 was no so amended. 

It is argued that the claimed furnace has aggregates and parts that are designed 
so that the distribution of gases in taken into account and defined sealing distances. 
Examine fails to see such limitations in the present claims. 

It is argued that Orita is completely silent regarding establishing a diffusion 
barrier. This is not very relevant, the Orita inveniton has diffusion barrier even though 
Orita does not call it such. One cannot get a patent merely my renaming a conventional 
sealing arrangement, in this case referring to it as a "diffusion barrier". As indicated in 
the rejection: The flow of inert gases at 206 and 207 establish a diffusion barrier against 
the inflow of undesired gaseous components from the ambient air by generating a 
barrier flow of inert gas. This is not disputed. 

It is further argued that Orita does not disclose calculating the number of flows, 
calculating the chimney effect, calculating flow rates, directions in the aggregates, etc. 
This is not very relevant because the claims do not require any calculating steps. 
Although the claims are interpreted in light of the specification, limitations from the 
specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 
USPQ2d 1057 (Fed.Cir. 1993). 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John Hoffmann whose telephone number is (571) 272 
1 191 . The examiner can normally be reached on Monday through Thursday, roughly 
9-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steve Griffin can be reached on 571-272-1 189. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

John Hoffmann 
Primary Examiner 
Art Unit 1791 

/John Hoffmann/ 

Primary Examiner, Art Unit 1791 



